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Sir: 

Appellant's Reply Brief is filed in response to the Examiner's Answer mailed 
November 14, 2007. This Reply Brief highlights how the Examiner's Answer continues 
to fail to establish a prima facie case of obviousness in rejecting the pending claims. 

For at least the reasons explained in Appellant's Brief on Appeal and the present 
Reply Brief, Appellant requests reversal of the claim rejections and passing of the 
application to issue. 

Appellant notes that the Examiner's remarks in Section 9 "Grounds of Rejection" 

of the Examiner's Answer are word-for-word identical to that provided in the Final Office 
Action as bases to reject the pending claims. Accordingly, Appellant will only address 
any new bases provided by the Examiner in Section 10 "Response to Argument" of the 
Examiner's Answer. 

1. Independent Claims 6 and 16 are patentable over Tanaka 

The Examiner's remarks on page 1 1 of the Examiner's Answer appear to make an 
error in interpreting how "print file" is defined by the claims^ and make a clear error in 
understanding Tanaka's description of the "settings file" which the Examiner's Answer 
erroneously contends is printed. 

Regarding the definition of "print file" in Claims 6 and Claim 16. Claim 6 recites, 
inter alia, "evaluating content of at least one print file based on a routing policy, M>herein 
the print file is configured by an application for printing on a printer device.'' 
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Accordingly, Claim 6 expressly recites that the print file is configured by an application 
for printing on a printer device. The Examiner Answer on page 1 1 states, without further 
explanation, that "the Appellant has applied a narrow definition of 'print file' that is not 
supported by Applicant's Specification." However, Appellant notes that Claim 6 clearly 
defines a "print file'' as being "configured by an application for printing on a printer 
device", which is supported throughout the present application specification (e.g., at 
pages 5 and 6). 

hi an attempt to read Tanaka's "settings file" on the print file of Claim 6, the 

Examiner has cited Tanaka's description at paragraph 0045, which is repeated below 

(emphasis added) along with FIG. 6 referenced therein: 

[0045] FIG, 6 is the Web ya^e displayed on the yersonal computer 10 by the 
service provision unit 130 . As has been described above, the content of the setting 
file A of the client application comprises magazine A as the distribution route 
information, ''privilege service I as the name of the privilege service, and ''Jan, 
1 to 10, 2002" as the effective period of the privilege service. Therefore, the 
service provision unit 130 searches the distribution route database 115, and 
selects two of the distribution route services "1 free print per 10 prints" and 
"displaying a banner advertisement of the magazine A". Since the name of the 
privilege service included in the setting file A is ''privilege service 1", the service 
provision unit 130 searches the privilege service database 120 to select the 
privilege service 1, 5 free prints ''. However, the service provision unit 130 
confirms the information on the effective period "Jan. 1 to 10, 2002" attached to 
the setting file A, and recos^nizes that the effective period for the user of the client 
application has expired . Therefore, the service provision unit 130 displays on the 
personal computer 10 the content of the services and a ''Upload Print Images'' 
button for uploadins the imase data to be printed, as shown by the pase in FIG. 

~ FIG.6 



YOU GET 1 FREE PRINT PER 10 PR^TS SINCE ^ 
THE CLIENT APPLICATION YOU ARE USl^^^ 
DISTRIBUTED AS A SUPPLEMENT OF MAGAZINE A. 



ALTHOUGH THE CLIENT APPLICATION YOU ARE 
US NG PROVIDES 5 FREE PRINTS. THE EFFECTIVE 
PERIOD HAS EXPIRED AND NO FF^EE PRINTS ARE 
AVAILABLE. 



UPLOAD PRINT IMAGES 



LOG OUT 
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Appellant submits that Tanaka's paragraph 0045 is no way supports the 
Examiner^s contention that Tanaka's "settings file" is configured to be printed. Indeed, in 
sharp contrast thereto, Tanaka's paragraph 0045 confirms that "the content of the setting 
file" is analyzed to identify from what magazine a client obtained the setting file (e.g., 
"magazine A" or "magazine B"), the type of service available to the client (e.g., number 
of free print outs available), and an expiration date for the service. More particularly, 
Tanaka displays the Web page of FIG. 6 when the setting file indicates that it was CD 
supplement was distributed in "magazine A" (See also Tanaka, Para. 0039), that the client 
is awarded "5 free prints" before expiration of the effective period of the offer, and is 
awarded "1 free print per 10 prints" after "the effective period has expired." The client 
can make use of the print service to print a photo(s) on the client's computer by selecting 
the "Upload Print Images" that Tanaka displays on the Web page of FIG. 6 to '' iwloadf] 
imase data to be printed , (Tanaka, Pcira. 0045) 

Consequently, although the settings file contains infonnation that is used by 
Tanaka's system to determine whether printing will be allowed and, if so, how many 
prints, the settings file is in no way configured to be printed by a printer device. Indeed, 
the client must click on the displayed "upload print images" button and separately supply 
image files that the client wants to upload to Tanaka's system for printing by a printer 
device. Accordingly, the uploaded image file is a print file because it is configured by the 
personal computer (10) for printing (step S75 of FIG. 5) by the print server (100), while 
the setting file is not a print file because it is not configured to be printed and, indeed, it 
is not printed (step S75 of FIG. 5), Appellant incorporates by reference the explanation 
on pages 7-8 of Appellant's Amended Brief on Appeal of September 18, 2007, which sets 
forth further evidence from Tanaka that proves that the settings file is in no way 
configured to be printed by a printer device. 

Appellant therefore submits that Tanaka does not describe or suggest the first 

paragraph of Claim 6, below: 

evaluating content of at least one print file based on a routing policy, 
wherein the print file is configured by an application for printing on a printer 
device . 



Moreover, Tanaka does not describe or suggest the second paragraph of Claim 6: 
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selectively routing the print file based on the evaluated content of the at 
least one print file to a non-printer device instead of to a printer device in 
response to the evaluated content of the print file. 

The Examiner's Answer on page 12 clearly misinterprets Tanaka by reading 

Tanaka's paragraphs 0045-0046 on the "selectively routing" recitations of the second 

paragraph of Claim 6. Tanaka's paragraph 0045 has been repeated above, and it's 

paragraph 0046 is repeated below: 

[0046] FIG. 7 is a Web page displayed by the service provision unit 130 after the 
user of the personal computer 10 clicks the "Upload Print Images" button in the 
page shown in FIG. 6 for uploading the image data. 
(Tanaka paragraph 0046, emphasis added). 

Appellant submits that nowhere in paragraphs 0045-0046, nor elsewhere, does 
Tanaka describe or suggest that the image file is selectively routed to a non-printer device 
instead of being printed by the print server (100) in response to evaluation of the content 
of the image file based on a routing policy. Instead, Tanaka teaches that if no print 
services are to be awarded to a user, then the "Upload Print Images" button would not be 
selectable by a user to "upload image data to be printed." Tanaka does not describe or 
suggest that after a user has uploaded image data, that its system then decides whether or 
not to print the image data and, much less, does not describe or suggest that the uploaded 
image data is selectively routed to a non-printer device instead of to a printer device in 
response to the evaluated content of the uploaded image data . 

For at least these reasons, Appellant submits that Claim 6 is patentable over 
Tanaka, because Tanaka does not describe or suggest evaluating content of at least one 
print file, which is configured for printing by a print device, based on a routing policy. 
Moreover, Tanaka does not describe or suggest selectively routing the print file, based on 
the evaluated content of the print file, to a non-printer device instead of to a printer 
device. Accordingly, a prima facie case of obviousness over Tanaka has not been made, 
and the rejection of Claim 6 under 35 USC §103 (a) should be reversed. 
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Independent Claim 16 is a computer program product claim that includes 
recitations that correspond to Claim 6 and, consequently, is submitted to be patentable 
over Tanaka for at least the reasons explained for Claim 6. 

2. Independent Claim 21 is Patentable Over Berard in view of Tanaka and 

Madison 

Claim 21 recites (emphasis added): 

21. A method of routing print files in a computer system, the method 
comprising: 

searching content of a print file to identify one or more keywords that are 
defined by a routing policy, wherein the print file is configured by an application 
for printing on a printer device; and 

selectively renaming the print file based on identifying the one or more 
keywords in the print file instead of routing the print file to a printing device. 

Accordingly, Claim 21 recites that the print file is configured by an application for 
printing on a printing device, and that the print file is selectively renamed based on 
identifying one or more keywords contained in the print file that are defined by a routing 
policy, instead of routing the print file to a printing device. 

The Examiner's Answer provides the following reasoning for rejecting Claim 21 : 

Tanaka teaches a print file as discussed above in relation to Claim 6 and 

16. Tanaka further teaches searching the contents of the print file to identify 
keywords defining a routing policy, such as the distribution route information, 
name, and privilege service. 

However, as explained above, Tanaka analyzes the contents of a magazine 
supplied setting file (which is not printed), not the contents of a separate user supplied 
image file that is to be printed. Moreover, nowhere does Tanaka describe or suggest that 
a print file is selectively renamed based on identifying one or more ke^^vords contained in 
the print file that are defined by routing policy, instead of routing the print file to a 
printing device. 

Furthermore, the Examiner's Answer does not rebut the Examiner's earlier 
admission and Appellant's argument that Berard and Madison also fail to disclose these 
recitations of Claim 21 missing from Tanaka. 
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In particular, tlie Final Office Action on page 9 concedes that "Berard does not 
disclose expressly searching the content of the file to identify one or more keywords that 
are defined by a routing policy or selectively renaming the file based on the identified 
kejrwords." 

The Final Office Action contended on page 8 that "Madison discloses renaming a 
file based upon the data within the file, such as XML data indicating a successful or 
unsuccessful file upload, and a routing policy, such as the value of the XML data updated 
according to the result of the upload attempt/' Appellant acknowledges that Madison 
discloses that a file is selectively renamed based on vvhether it was successfully uploaded. 
However, nowhere does Madison appear to disclose that a file is selectively renamed in 
response to what that file contains, or, much less, that a print file is selectively renamed in 
response to identifying within the print file one or more keywords that are defined by a 
routing policy. 

Accordingly, in view of the Examinees Answer, a prima facie case of obviousness 
over Berard in view of Tanaka and Madison still has not been made, and the rejection of 
Claim 21 under 35 USC § 103(a) should be reversed. 

3. Dependent Claims 5 and 15 are Independently Patentable Over Tanaka in 
view of Madison 

The Examiner's Answer has provided no new bases, and instead maintains the 
rejections on the previous stated bases. Accordingly, Appellant's earlier remarks in 
Appellant's Amended Appeal Brief are incorporated by reference, 

4. Dependent Claims 7 and 17 are Independently Patentable Over Tanaka 

Dependent Claims 7 and 17 recite that the print file is selectively posted on a Web 
page, instead of being routed to a printer device for printing, based on evaluation of the 
print file and a routing policy. 

As explained above, Tanaka describes that the image files uploaded to the print 
server (100) are printed (step S75 in FIG. 5). The Examiner's Answer refers to 
paragraphs 0042 and 0045 of Tanaka which do not describe or suggest that a print file is 
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selective posted on a Web page. Tanaka instead posts content of the "setting file" on a 
WEB page (S60, FIG. 5) so as to query a client to provide an image file for uploading and 
to inform the client as to how may prints are allowed. (See Tanaka, FIG. 7). Tanaka does 
not describe or suggest that the print file itself can be selectively posted on a WEB page 
or, much less, that an uploaded image file is selectively posted on a Web page instead of 
being routed to a printer device. Indeed, Tanaka teaches that two distinct and separate 
types of files are needed for operation, a setting file that is distributed with magazines and 
defines what printing services may be used by a particular user, and a separate image file 
that is uploaded by the user. 

Neither the cited paragraph of Tanaka nor elsewhere does Tanaka describe or 
suggest that a print file is selectively posted on a WEB page instead of being sent to a 
printer device for printing in response to evaluation of the contents of the print file and a 
routing policy. Accordingly, in view of the Examiner's Answer, a prima facie case of 
obviousness over Tanaka has still not been made, and the rejection of Claims 7 and 17 
under 35 USC § 103(a) should be reversed. 



5. Dependent Claims 9 and 19 are Independently Patentable Over Tanaka in 
view of Berard 

The Examiner's Answer has provided no new bases, and instead maintains the 
rejections on the previous stated bases. Accordingly, Appellant's earlier remarks in 
Appellant's Amended Appeal Brief are incorporated by reference. 

VII. Conclusion 

In light of the above discussion. Appellant submits tliat the pending claims are 
directed to patentable subject matter and, therefore, requests reversal of the rejections of 
the claims and passing of the application to issue. 
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It is not believed that an extension of time and/or additional fee(s) ai'e required, 
beyond those that may otherwise be provided for in documents accompanying this paper. 
In the event, however, that an extension of time is necessary to allow consideration of this 
paper, such an extension is hereby petitioned for under 37 C.F.R. § 1 . 1 36(a). Any 
additional fees believed to be due in connection with this paper may be charged to 
Deposit Account No. 50-0220. 



Respectfully submitted, 

David K. Purks J^^"^ ^"""'"^ 
Registration No. 40,133 
Attorney for Appellant 
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